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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Locus Technol ogi es

Serial No. 75733593

Rochelle D. Alpert and Savita N. Krishna of Brobeck,
Phl eger & Harrison for Locus Technol ogi es.

Bridgett Garrett Smth, Trademark Exam ning Attorney, Law
O fice 115 (Tomas VI cek, Managi ng Attorney).

Before Walters, Bottorff and Holtzman, Adm nistrative
Trademar k Judges.

Qpi nion by Walters, Adm nistrative Trademark Judge:
Locus Technol ogies filed an application on the
Principal Register to register the mark EIM for “managi ng

software, nanely software for anal ysis, nonitoring,
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managenent, renedi ati on, contai nnment, assessnent and

"l in International C ass 9.

treatnent of toxic materials,

On January 9, 2001, following a refusal to register on
the ground that the mark is nmerely descriptive, applicant
anended the application to the Suppl enental Register.

The Exam ning Attorney has issued a final refusal on
the ground that the specimens are unacceptabl e evi dence of
trademar k use, under Section 1051(a)(1)(C of the Trademark
Act, 15 U S.C. 1051(a)(1)(C and Trademark Rule 2.56, 37
CFR 2. 56.

Appl i cant has appeal ed. Both applicant and the
Exam ni ng Attorney have filed briefs, but an oral hearing
was not requested. W affirmthe refusal to register.

During exam nation of the application and in her final
refusal the Exam ning Attorney contended that the specinens
are unaccept abl e because they consist of brochures, which
are not acceptabl e evidence of use of a mark in connection
W th goods. She suggested that appropriate speci nens woul d
include, inter alia, labels, tags or instruction nmanuals.

Wth its July 11, 2001, request for reconsideration,

appl i cant subnmitted substitute specinmens? consisting of an

! Serial No. 75733593, filed June 21, 1999, based on use in commerce,
alleging first use and first use in conmerce as of May 1, 1997.

2 Upon subni ssion, applicant characterized the new speci nens as
“additional” specinmens. However, in its appeal brief, applicant states
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excerpt fromits website with the mark therein.?
Additionally, applicant submtted a copy of an article from
an online publication, McroTines.com (ww. M croTi nes. com
July 10, 2001), in support of its position that this type
of speci nen shoul d be acceptable in applicant’s business.

W t hout explanation, the Exam ning Attorney issued a brief
deni al of reconsideration.

The Exam ning Attorney contends in her brief that the
speci nens submitted are nerely advertising nmaterials that
are not acceptabl e evidence of trademark use; that the
speci nen, a web page excerpt, nerely describes and
advertises applicant’s product; that there is nothing on
the web page that provides ordering information; that
| abel s or the |ike would be appropriate speci nens because
“conputer software is extrenely easy to tag or |abel in

standard fashion as it normally cones on diskettes or CD

that the only issue is whether its web page is an acceptabl e speci nen.
Thus, we have treated this specinen as a “substitute” specinen.
However, we note that it is well established that advertising matter
such as that submitted originally with the application is not an
accept abl e speci men unl ess applicant establishes that it is a point of
purchase display or information included with the instruction manual or
packaged product. See, In re Medi aShare Corporation, 43 USPQ@d 1304
(TTAB 1997).

3 The website excerpt is dated July 10, 2001, which is subsequent to the
filing date of the application. However, given the very nature of
websites, we cannot expect applicant to be able to produce a printout

of an earlier version of the website. Thus, because the submni ssion

i ncludes applicant’s verified statenent that this evidences use of the
mark on the goods prior to the application filing date, we find the
subm ssion to be representative of its website prior to the filing date
of the application
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ROVS"; and that “applicant never raised the possibility
that ‘routine’ or ‘ordinary’ specinens were inpracticable.”
(Brief, unnunbered p. 3.)

Appl i cant contends that the web page speci nens
prom nently display the EIMmark; that “it is inplicit on
the applicant’s web page that any one interested in the EIM
software can sign up by contacting the applicant and neans
exi st on applicant (sic) web pages to contact the
applicant”; that “a custoner purchasing the EI M software
does not receive a package with the software, but rather
subscribes to use the EIMsoftware ..”; and that the
“subm tted specinens contain far nore than a listing of
specifications and are part of the ‘sale’ of the EIM
software ...” (Excerpts fromApplicant’s Brief, pp. 2-4.)

Applicant argues that its situation is analogous to In
re Utraflight, Inc., 221 USPQ 903 (TTAB 1984) because its
web page is essentially a display associated with the
goods; and to Lands End, Inc. v. Manbeck, 797 F. Supp. 311,
24 USP2d 1314 (E.D. Va. 1992), because its web page is
akin to a catal og.

The above-referenced article submtted by applicant
fromMcroTi mes. Com (I ssue 220, April 16, 2001) is entitled
“Qut sourced Web Busi ness Apps” and indicates that nmany

small to m d-size businesses are outsourcing various
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applications, such as billing and custoner care to

application service providers (APSs); that APSs provide

busi ness infrastructure for such busi nesses; and that these

applications are run over the Internet and are accessible

fromany browser. The article states, in part, the

fol | ow ng:

Clearly, there are many conpel ling reasons why
nore organi zations, especially small to m dsize
enterprises, are renting applications over the
Wb rat her than devel opi ng them i n-house or
buyi ng the shrink-w apped version.

Jeff Matson ...says that conpanies sinply can't
afford the risk of “being | ocked into a
technol ogy that becones obsol ete before it
arrives on the |oading dock.”

Appl i cant describes its business and goods* as foll ows

[citations and footnotes omtted]:

Applicant Locus Technol ogi es provides EIM
software, available on its servers accessed
through the Internet, which its custoners could
not otherw se afford to operate and nanage.
[Italics in original.]

As denonstrated in the speci nens the El M
software consists of nultiple software nodul es
whi ch a custoner can access at applicant’s web
site with a password via the Internet to obtain a
form (for operating the software) that will neet
the client’s requirenents w thout the custoner
hiring an I T staff famliar with the
envi ronnment al nmanagenent .

These subm tted speci nens contain far nore than a
listing of specifications and are part of the

4 Mpplicant’s identified goods are not limted to downl oadabl e or
I nternet-accessed software. Therefore, as identified, applicant’s
goods enconpass software on CD-ROM and di skettes as well.
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“sale” of the EIMsoftware to clients
(custoners) ... Using applicant’s web pages,
containing the submtted specinens, allows a
custoner to order the EIMsoftware and thereafter
utilize it with a password.

The issue before the Board is whether the specinmen in
this application is an acceptabl e speci nen of use of the
mark EIMfor the identified software. Section 45 of the
Trademark Act, 15 U. S.C. 81127, defines "use in conmerce"
on goods as when "(A) it [the mark] is placed in any nmanner
on the goods or their containers or the displays associated
therewith or on the tags or | abels affixed thereto, or if
the nature of the goods makes such placenent inpracticable,
then on docunents associated with the goods or their sale,
and (B) the goods are sold or transported in conmerce ..."
Trademark Rule 2.56, 37 CFR 2.56, regarding the
requi renents for specinens reads, in pertinent part, as
fol | ows:
(a) An application under section 1(a) of the
Act, an anendnent to all ege use under 8§2.76,
and a statenent of use under 82.88 nust each
i ncl ude one speci nen showi ng the nmark as
used on or in connection with the goods, or
in the sale or advertising of the services
i n conmerce.

(b) (1) A trademark specinen is a |label, tag, or
contai ner for the goods, or a display
associated with the goods. The Ofice may
accept anot her docunent related to the goods
or the sale of the goods when it is not

possible to place the mark on the goods or
packagi ng for the goods.
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The Trademar k Manual of Exam ning Procedure (TMEP)
(Third edition January 2002--R-2 May 2003) §904. 04(d),
regardi ng speci nens for "downl oadabl e" software, states the
fol | owi ng®:

For downl oadabl e conmputer software, the applicant

may submt a specinen that shows use of the mark

on an Internet website. However, such a specinen

is acceptable only if the specinen itself

i ndi cates that the user can downl oad the software

fromthe website (e.g., if the specinmen shows a

downl oad button). If the website sinply

advertises the software wi thout providing a way

to download it, the specinmen is unacceptable.

The courts and the Board have been quite clear that,
in assessing the acceptability of materials which have been
submtted as speci nens of use, the facts and surroundi ng
ci rcunst ances nust be fully evaluated to determ ne the
acceptability of preferred specinens. See, e.g., Lands’ End
Inc. v. Manbeck, supra; In re Ancha Electronics Inc., 1
USPQ2d 1318 (TTAB 1986); In re Shipley Co. Inc., 230 USPQ
691 (TTAB 1986); In re Utraflight Inc., supra;, and In re
Brown Jordan Co., 219 USPQ 375 (1983). Applicant has
clearly explained its goods, which are not in tangible

form but rather exist only via the Internet. Thus, it is

i npracticabl e (perhaps inpossible) for these goods to be

5 Wiile the software involved herein does not appear to be

“downl oadabl e” per se, it is “accessible” only via the Internet and,
t hus, is anal ogous to downl oadabl e software for the purpose of
determ ning the acceptability of specinens.
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marked with a tag or label in any traditional sense,
i ncluding either as a docunent or a display associated with
t he goods.

Further, we are not bound by the TMEP, which is a
manual of procedure and does not carry the sane force as
the law and the rules. See West Florida Seafood, Inc. v.

Jet Restaurants, Inc., 31 F.3d 1122, 31 USPQd 1660, fn. 8
(Fed. Cir. 1994); and Capital Speakers Inc. v. Capita
Speakers Club of Washington D.C. Inc., 41 USPQ2d 1030, 1035
(TTAB 1996). In this regard we note that the policy cited
above in TMEP 8904.04(d) with regard to downl oadabl e
software cites to no authority in support thereof. The
Board can find no authority to support the theory that if
"downl oadabl e" software is not downl oadable directly froma
"button" appearing on a web page, then it may only be
considered to be adverti sing.

In the case before us, there is no “button” to
directly access the EIMsoftware. W do not consider this
a “fatal” flaw in the speci nen. However, considering the
specinen in its entirety, other than the web address that
this specinen represents, the nmaterial submtted contains

no address, phone number, emmil| address® or other neans for

® Applicant contends that the specinmen does contain an email address,
but it is nerely the address of the “webnmaster” for general coments
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contacting applicant; it is not a portal for accessing the
software; nor does it show a reproduction of actual
screen(s) fromthe running software program It is nerely
a three-page description of the software, its design and
application, that includes the product nane, EIM and touts
its benefits to prospective purchasers. Contrary to
applicant’s contentions, we find nothing on this web site
as shown that would permit us to conclude, even by anal ogy,
that the specinmen is a point-of-sale presentation or that
it is a “catal og page.”’

Deci sion: The refusal to register based on a

requi renent for an acceptable specinen is affirned.

about the web site. Applicant suggests that contact information is
inmplicit, although such information is difficult to infer w thout nore.

" The web page does contain several pull-down screens and three

“di amonds” with words thereon. However, this matter is so small and

i ndistinct as to be unreadable. Mreover, apparently applicant did not
consider this matter inportant enough to nention it or to explain what
it shows. Thus, we have not considered this information to be of any
significance to the issue before us.



